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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eUgible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 10/16/09 has been entered. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 2-4 and 20 are rejected mder 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

5. Claims 2-4 recite the limitation "the resist adhesive resin" in line 1. There is insufficient 
antecedent basis for this limitation in the claim. 

6. Claim 20 recites the limitation "the resist adhesive resin" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. 



Application/Control Number: 10/734,008 Page 3 

Art Unit: 1791 

Claim Rejections - 35 USC § 102 
7. Claims 19, 20, 24-26, 35, and 36 are rejected under 35 U.S.C. 102(b) as anticipated by 
LeBlanc (U.S. Patent 3,582,516). 

LeBlanc discloses a method of producing an improved adhesive composition, e.g. a 
varnish, consisting of adding acetone, i.e. a solvent, to a novolac resin which adhesive is used in 
for example inorganic bonding applications as the adhesive has improved properties such as 
impact and flexural strength when cured/thermoset, easy to prepare, and low in cost (Column 1, 
lines 60-65 and Column 2, lines 1-26 and Column 9, lines 56-59 and Column 14, lines 52-60 and 
Claim 9). 

The adhesive taught by LeBlanc is considered "an adhesive composition having 
improved adhesive characteristics" and to include solvent "in a manner sufficient to produce said 
adhesive composition with improved adhesive characteristics". It is noted there is no specific 
requirement in the claims for any specific improved adhesive characteristics or any particular 
amount of solvent other than the characteristics are obtained by the addition of solvent wherein 
because the adhesive taught by LeBlanc includes a solvent added thereto as required by the 
claims it is thus "said adhesive composition with improved adhesive characteristics". 

Regarding the limitation "for use in bonding a ceramic material to a manufacturing tool" 
as stated in the preamble, it is noted this limitation is merely the intended use of the produced 
composition and is given little weight to fiirther limit the scope of the claims as no further 
structural limitations are required, it being noted the adhesive composition produced by LeBlanc 
is capable of being used in this manner (See MPEP 2111 .02). 
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Regarding the limitation of "wherein the one or more solvents has a boiling point in the 
range of about 30 °C to about 70 °C", LeBlanc teaches the solvent consists of acetone which is a 
solvent having a boiling point in the claimed range. 

Regarding claim 20, LeBlanc teaches the novolac resin is present in an amount of about 
30 wt.% to about 80 wt.% (Claim 9). 

Regarding claims 35 and 36, the Office is unable to test if the adhesive composition 
taught by LeBlanc results in an increase in yield of about 75% or more over a resist composition 
that includes a novolac resin and a photosensitizer. However, because the adhesive composition 
taught by LeBlanc consists of the claimed materials one of ordinary skill in the art would readily 
expect the adhesive composition taught by LeBlanc to inherently resuh in the improvement 
absent a specific showing otherwise. 



Claim Rejections - 35 USC § 103 
8. Claims 15, 17, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ruiz (U.S. Patent 5,406,694) in view of LeBlanc. 

Ruiz discloses a method of manufacturing a slider for a hard disk drive including 
providing a ceramic chunk (40 of Figure 6), i.e. a ceramic material, from a wafer and bonding 
the air bearing side of the ceramic chunk to a ceramic manufacturing tool (50 of Figure 6) 
through a layer of thermoset adhesive (Figure 6 and Column 1, lines 6-8 and Column 5, lines 35- 
38 and Column 7, lines 38-49). Ruiz does not specifically describe using any particular 
adhesive. LeBlanc discloses an improved adhesive composition, e.g. a varnish, consisting of 
adding acetone, i.e. a solvent, to a novolac resin which adhesive is used in for example inorganic 
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bonding applications as the adhesive has improved properties such as impact and flexural 
strength when cured/thermoset, easy to prepare, and low in cost. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to use as the thermoset 
adhesive in Ruiz the thermoset adhesive composition used for bonding inorganic materials taught 
by LeBlanc having improved properties such as impact and flexural strength when 
cured/thermoset, easy to prepare, and low in cost. 

Regarding the limitation of "wherein the one or more solvents has a boiling point in the 
range of about 30 °C to about 70 °C", LeBlanc teaches the solvent consists of acetone which is a 
solvent having a boiling point in the claimed range. 

Regarding the limitation of a "de-bondable adhesive composition", applicants 
specification states, "Similarly, the term "debondable" as in "debondable adhesive" refers to an 
adhesive that is capable of being completely removed from the surfaces of subsfrates bonded 
thereby without damage to the substrates.". Applicants specification further demonstrates a 
number of adhesives all of which are debondable such as cyanoacrylate, i.e. super glue, and a 
traditional resist including novolac resin. As applicants specification demonsfrates that adhesive 
compositions whose principal component is a novolac resin is debondable such that the adhesive 
taught by LeBlanc having the same principal component is considered debondable. Furthermore, 
it is noted the claims do not require a step of debonding the adhesive, the Office is unequipped to 
test the adhesive for such a property, and any number of adhesives may be considered 
debondable including adhesives such as super glue an adhesive readily recognized to one of 
ordinary skill in the art as permanent and not a temporary adhesive such that absent a clear and 
sufficient showing the adhesive composition taught by LeBlanc is considered debondable. 
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9. Claims 1, 2-5, 8-10, 13, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ruiz and LeBlanc as applied above, and further in view of Tanaka et al. (U.S. Patent 
4,376,194). 

Ruiz and LeBlanc as applied above teach all of the limitations in the claims except for a 
specific teaching of applying the adhesive composition to bond the ceramic chunk to the ceramic 
manufacturing tool by applying the adhesive composition to the ceramic chunk, contacting the 
ceramic manufacturing tool with the adhesive composition on the surface of the ceramic chunk 
to bond the tool and chunk, and subjecting the adhesive composition located between the 
ceramic chunk and ceramic tool to conditions effective to remove the solvent from the adhesive. 
Ruiz is not limited to any particular method of applying the adhesive composition. LeBlanc 
simply teaches the adhesive composition is cured/thermoset by the application of heat at 180 °F 
considered conditions effective to substantially remove the acetone. Tanaka is exemplary of the 
well known method of applying an adhesive composition including a solvent to bond two 
substrates by applying the adhesive composition to a first substrate, contacting a second substrate 
with the adhesive composition on the surface of the first substrate to bond the first and second 
substrates, and subjecting the adhesive composition located between the substrates to conditions 
effective to remove the solvent from the adhesive (Column 8, lines 46-52). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to apply the 
adhesive composition as taught by Ruiz as modified by LeBlanc by applying the adhesive 
composition to the ceramic chunk, contacting the ceramic manufacturing tool with the adhesive 
composition on the surface of the ceramic chunk to bond the tool and chunk, and subjecting the 
adhesive composition located between the ceramic chunk and ceramic manufacturing tool to 
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conditions effective to remove the solvent from the adhesive as is the well known technique in 
the art for applying adhesives of the type used in Ruiz as modified by LeBlanc as evidenced by 
Tanaka. 

Regarding claims 2-4, LeBlanc teaches the novolac resin is present in an amount of about 

30 wt.% to about 80 wt.% wherein absent an unexpected result it would have been obvious to 
one of ordinary skill in the art to use as the wt.% novolac resin any of the values within the 
claimed range. 

Regarding claim 5, Ruiz as modified by LeBlanc includes only acetone solvent, i.e. the 
adhesive composition excludes solvents having boiling points above about 80 °C. 
10. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ruiz, LeBlanc, 
and Tanaka as applied to claims 1, 2-5, 8-10, 13, and 14 above, and fiirther in view of Schafer 
(U.S. Patent 5,421,884). 

Ruiz, LeBlanc, and Tanaka as applied above teach all of the limitations in claim 1 1 
except for a specific teaching of using vacuum conditions to remove the solvent from between 
the ceramic chunk and ceramic manufacturing tool. Schafer is exemplary of the known 
technique for removing solvent from an adhesive in the microelectronics industry by applying 
vacuum and heat conditions to the adhesive to remove substantially all air bubbles and solvent 
inclusions within the adhesive (Column 1, lines 29-34 and Column 3, lines 30-39). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
include in Ruiz as modified by LeBlanc and Tanaka vacuum conditions to remove the solvent 
from the adhesive as shown for example by Schafer to remove substantially all air bubbles and 
solvent inclusions within the adhesive. 
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Response to Arguments 

11. Applicant's arguments with respect to claims 1-5, 8-11, 13-15, 17-20, 24-26, 35, and 36 
have been considered but are moot in view of the new ground(s) of rejection. 

In view of applicants amendment the previous rejections over Uetani et al. (U.S. Patent 
Application Publication 2001/0026905) and Teiichi et al. (WO 01/60938 with U.S. Patent 
Application Publication 2003/0069331 used as a translation) are withdrawn. 

Applicants argue, "LeBlanc teaches a composition that in addition to the novolac resin 
and solvent, includes additional materials such as a halo epoxyalkate. Apphcants contend that 
LeBlanc is not anticipatory because the reference fails to teach methods of producing an 
adhesive composition in which the composition consists of one or more novolac resins and one 
or more solvents having a boiling point in the range of about 30 C to about 70 C as in present 
claim 19.". 

LeBlanc reacts a novolac resin with a haloepoxyalkane to form an improved novolac 
resin. A solvent such as acetone is then added to the improved novolac resin to form a varnish 
useful as an adhesive. The improved novolac resin taught by LeBlanc is not excluded from the 
claims as the improved novolac resin is "one or more novolac resins". 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John L. Goff whose telephone number is (571)272-1216. The 
examiner can normally be reached on M-F (7:15 AM - 3:45 PM). 



Application/Control Number: 10/734,008 Page 9 

Art Unit: 1791 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571) 272-1226. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/John L. Gofif/ 

Primary Examiner, Art Unit 1791 



